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Supplemental ACTION 

1 . Advisory action sent on 6/1 8/08 is witlidrawn, and tliis is a new Final action. A new 
action was requested by a correspondence, Ronald Rudder: Reg. No. 45,628 in a 
telephone interview at 703-413-3000 on 6/24/08, since new ground rejection was 
indicated in tlie advisory action sent on 6/18/08. 

2. This application was filed on 10-10-2003. Claims 1,3-7, 11 are pending. 
Claims 1, 3, 5, 6, 11 have been amended. Claims 2, 8 - 10, 12 - 18 have been 
cancelled. Claims 1, 11 are independent. 

Response to Arguments 

3. Applicant's arguments filed 3/12/2008 have been fully considered and they were 
partially persuasive therefore new grounds of rejection have been entered. 

3.1 Applicant argues that the referenced prior art does not disclose, "including 
information concerning a storing place of the electronic file and information concerning a 

printing condition of the electronic file". (Remarks Page 2) 

Cocotis discloses the generated identification information to identify electronic files, 
"including information concerning a storing place of the electronic file" (Cocotis para 
158, lines 1-9: identification information; para 300, lines 6-10; para 308, lines 1-4: 
storage place for electronic file (URL); para 204. lines 12-14), and that the information 
identifying the storage place for the electronic file is a URL (Cocotis para 300, lines 6- 
10; para 308, lines 1-4: URL, file storage location: "A Print Request CGI script 331 takes 
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source data (e.g., a document file, graphical image file, or URL from a Message Center 
as an input and creates a print job request to be processed by the Print Sen/ice. 

Applicant admits that Cocotis discloses information identifying a storage place for 
an electronic document. (Remarks Page 4, Lines 21-22: "Thus, while Cocotis may 
describe information identifying a storage place for an electronic document, ...") 

And, Miller discloses an identification pattern-generating unit, which generates 
identification pattems (such as a barcode), and that the barcode information indicates 

additional information, which can represent anything (para 45, lines 1-9; para 55, lines 
1-6: document processing, barcode representation linked to identification information). 

Parry discloses the "information concerning a printing condition of the 
electronic file" limitation. (Parry col. 1, lines 62-67: translated barcode includes 
information on printing the document (printing condition); col. 2, lines 3-7: 
translation comprises translating the barcode to obtain at least one identifier that 
designates the type of contents in the document) 

3.2 Applicant argues concerning the barcode as an identification pattern". (Remarks 

Page 3) 

Dependent claim 3 discloses that the identification pattern can be a barcode. 
Therefore, the examiner associates a barcode with an identification pattern and Miller 
discloses an identification pattern such as a barcode. (Miller para 045, lines 1-9; para 
055, lines 1-6: document processing, barcode representation linked to information) 
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3.3 Applicant argues that the referenced prior art does not disclose, obviousness. 

(Remarks Page 5) 

Each obviousness combination dearly indicates the claim limitation(s) the 
combined prior art references teach. In addition, a cited passage from the referenced 
prior art: cleariy indicates the motivation for the obviousness combination. Each 
obviousness combination's cited disclosure is equivalent to the Applicant's claimed 

limitation(s) for the claimed invention. 

It is not a requirement that the referenced prior art solve the same problem as the 
claimed invention in order to be combinable. There are three criteria for combination: 
(1) same file of endeavor; (2) motivation for the combination; and (3) successful 
disclosure of claim limitation due to prior art combination. 

All of the referenced prior art is in the same field of endeavor and a search by one 
skilled in the art would have returned the referenced prior art within the set of returned 
prior art. 

The combination of each referenced prior art combination states a motivation for 
the combination, which translates to an achieved advantage for the combination. 

A search of applicant's invention field of endeavor would have revealed a set of 
prior art including the referenced prior art. Motivation is provided within the Office 
Action for each combination. The combination of the indicated referenced prior art 
successfully discloses the indicated claim limitations and the claimed invention. 



Claim Rejections - 35 USC § 103 
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The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1, 3 - 7, 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cocotis et al. (US PGPUB No. 20030078965) in view of Miller et al. (US PGPUB 
No. 20020023959) and further in view of Parry (US Patent No. 7,075,668). 

Regarding Claim 1, Cocotis discloses a printing management system comprising a 
printing management server which is connectable to a user terminal via a network and a 

printing apparatus w hic h is connectable to a document server via a network. 
wherein the printing manaaement server includes: 

a) a receiving unit, which receives a printing request of an electronic file, via the 
network; (Cocotis para 005, lines 1-4: system for managing print (print 
management); para 073, lines 1-6: document server; para 124, lines 1-2; para 
112, lines 1-2; para 121, lines 1-4: receive printing request; para 261, lines 1-3; 
para 272, lines 1-7: software implementation;) 

c) a sending unit, which sends back the identification information to the user 
terminal, via the network. (Cocotis para 261, lines 1-3; para 272, lines 1-7: 
software implementation; para 206, lines 7-12: send back identification 
information for printing) 

the printing apparatus includes: 

f) a printing unit, which prints the obtained electronic file based on the extracted 
information conceming the printing condition. (Cocotis para 098, lines 4-8: 
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printing or output devices) 

Cocotis discloses wlierein an identification information generating unit, wliicli 
generates identification information, including information concerning a storing place 
of the electronic file based on the received printing request of the electronic file. 
(Cocotis para 261, lines 1-3; para 272, lines 1-7: software implementation; para 154, 
lines 8-10; para 158, lines 1-9: storage for file) And, Cocotis discloses wherein an 
electronic file obtaining unit, which o btains an electronic file from the elec tronic file 
management server, via the network , based on the read identification information ; 
(Cocotis para 158, lines 1-9: printing information obtained; para 261, lines 1-3; para 
272, lines 1-7: software implementation) In addition, Cocotis discloses the 
generation of identification information including the storing place of the electronic 
file. (Cocotis para 158, lines 1-9: identification information) Cocotis does not 
explicitly disclose whereby an identification pattern generating unit, which generates 
identification patterns, including additional information associated with pattern, and 
information concerning a printing condition of the electronic file and a reading unit. 

However, Miller discloses wherein an identification pattern generating unit, which 
generates identification patterns. (Miller para 045, lines 1-9; para 055, lines 1-6: 
document processing, barcode representation linked to identification information; 
para 044, lines 1-8: software implementation) 

d) a reading unit, which reads identification pattern output by a user terminal: (Miller 
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para 045, lines 1-9; para 055, lines 1-6: document processing, barcode 
representation linked to information; para 043, lines 3-9: barcode reader; para 
044, lines 1-8: software implementation) 
e) extracts information concerning the electronic file from the identification pattern : 
(Miller para 045, lines 1-9; para 055, lines 1-6: document processing, barcode 
representation linked to information; para 044, lines 1-8: software 
implementation) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis 

for a reading unit as taught by Miller. One of ordinary skill in the art would have 
been motivated to employ the teachings of Miller in order to enable the capability to 
access a wealth of information concerning an entity from a single piece of 
information, the barcode. (Miller para 006, lines 1 -5: " . . . Although a bar code may 
uniquely identify an item (or set of items) that are of interest to a person, he or she 
generally has no way to access information concerning the item from the bar code 
itself. ... "; para 006, lines 9-13: " ... In particular, the ever-growing use of 
computers and other electronic devices and communication routes between such 
devices (e.g., the Internet) means that an abundance of information is available to 
consumers, ... "; para 007, lines 11-15: " ... Further, there is a need for a system 
and methods for gathering and using information about consumers who use the 
items. To meet these needs, a system capable of receiving bar codes or bar code 
representations, storing them and relevant information concerning items 
corresponding to the bar codes, and displaying such information upon demand is 
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also required. ...") 

And, Parry discloses: 

b) information concerning a printing condition of the eiectronic file : (Parry col. 1, 
lines 62-67: translated barcode includes information on printing the document 
(printing condition); col. 2, lines 3-7: translation comprises translating the barcode 
to obtain at least one identifier that designates the type of contents in the 
document) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis- 
Miller for information concerning a printing condition of the electronic file as taught 
by Parry. One of ordinary skill in the art would have been motivated to employ the 

teachings of Parry in order to enable an error free transmission of a document to a 
printer or other device such as a fax machine or copier simply by sending an email 
with one or more barcodes embedded therein. (Parry col. 7, lines 29-32: " ... 
Accordingly, an error free transmission of a document to a printer or other device 
such as a fax machine or copier, can be accomplished simply by sending an email 
with one or more barcodes embedded therein. ... ") 

Regarding Claims 3, Cocotis discloses the printing management system according to 

claims 1 . (Cocotis para 005, lines 1-14: printing system for local or remote systems) 
Cocotis does not explicitly disclose whereby the identification pattern is a barcode. 
However, Miller discloses wherein the identification pattern is a barcode. (Miller para 
045, lines 1-9; para 055, lines 1-6: document processing, barcode representation linked 
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to information; para 044, lines 1-8: software implementation) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis 
where the identification pattern is a barcode as taught by Miller. One of ordinary skill in 
the art would have been motivated to employ the teachings of Miller in order to enable 

the capability to access a wealth of information concerning an entity from a single piece 
of information, the barcode. (Miller para 006, lines 1-5; para 006, lines 9-13; para 007, 
lines 11-15) 

Regarding Claims 4, Cocotis discloses the printing management system according to 
claims 1, wherein the receiving unit receives the printing request, by electronic mail, and 
the sending unit sends back an electronic mail. (Cocotis para 005, lines 1-14: printing 
system for local or remote systems; para 121 , lines 1-4; para 098, lines 4-8: e-mail 
request/response capability) Cocotis does not explicitly disclose whereby including 
information concerning the identification pattern. However, Miller discloses wherein 
including information concerning the identification pattern. (Miller para 044, lines 1-8: 
software implementation; para 045, lines 1-9; para 055, lines 1-6: document processing, 
barcode representation linked to information) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis to 
include information concerning the identification pattern as taught by Miller. One of 
ordinary skill in the art would have been motivated to employ the teachings of Miller in 
order to enable the capability to access a wealth of information concerning an entity 
from a single piece of information, the barcode. (Miller para 006, lines 1-5; para 006, 
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lines 9-13; para 007, lines 11-15) 
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Regarding Claims 5, Cocotis discloses the printing management system recording 
medium according to claim 1 that further comprises an electronic file generating unit, 
which generates the electronic file based on the printing request, and stores the 
electronic file in a predetermined storing area. (Cocotis para 005, lines 1-14: printing 
system for local or remote systems; para 124, lines 1-2; para 112, lines 1-2; para 121 , 
lines 1-4: request for file printing; para 244, lines 9-1 1 : file storage) 

Regarding Claims 6, Cocotis discloses the printing management system recording 
medium according to claim 1, wherein the information concerning the storing place of 
the electronic file, is information concerning URL. (Cocotis para 005, lines 1-14: printing 
system for locai or remote systems; para 300, lines 6-10; para 308, lines 1-4; para 202, 
lines 6-1 1 : URL indicator for file location) 

Regarding Claim 7, Cocotis discloses the printing management system according to 
claim 1, wherein the network, includes Internet. (Cocotis para 005, lines 1-14: printing 
system for locai or remote systems; para 073, lines 1-6; para 077, lines 7-10: Internet 
communications) 

Regarding Claim 11, Cocotis discloses an electronic file printing method that performs 
printing of an electronic file of a document, applying a user terminal, a printing 
apparatus, and an electronic file management server, connected via a network. 
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comprising: 

a) a receiving step, wlierein the electronic file management server receives a 
printing request of an electronic file, sent by the user terminal, via the network; 
(Cocotis para 112, lines 1-2; para 121, lines 1-4: receive printing request; para 
042, lines 9-11: network connections; para 112, lines 1-2: software 
Implementation) 

c) a displaying step, wherein the user terminal displays the received identification 
pattern; (Cocotis para 300, lines 6-14; para 308, lines 1-4: user interface display) 

f) a printing step, wherein the printing apparatus performs printing of the obtained 
electronic file based on the extracted information concerning the printing 
information. (Cocotis para 098, lines 4-8; para 300, lines 14-17: printing of file) 

Cocotis discloses wherein a sending back step, wherein the electronic file 
management server generates an identification pattern, including information 
concerning a storing place of the electronic file based on the received printing 
request of the electronic file, and sends back the identification pattern to the user 
terminal. (Cocotis para 206, lines 7-12: send back identification information for 
printing; para 112, lines 1-2: software implementation) And, Cocotis discloses 
wherein an obtaining step, wherein the printing apparatus obtains the electronic file, 
from the electronic file management server, via the network, based on the obtained 
identification information; (Cocotis para 206, lines 1-15: retrieve file from storage; 
para 042, lines 9-1 1 : network connections) Cocotis does not explicitly disclose 
whereby identification information within an information pattern, and information 
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concerning a printing condition of the electronic file. 

However, Miller discloses wherein identification information within an identification 
pattern. (Miller para 045, lines 1-9; para 055, lines 1-6: document processing, 

barcode representation {identification pattern) linked to additional information; para 
044, lines 1-8: software implementation) 

d) an obtaining step, wherein the printing apparatus obtains the identification pattern 
from a reading apparatus that reads the identification pattern, displayed by the 
user terminal; (Miller para 045, lines 1-9; para 055, lines 1-6: document 
processing, barcode representation linked to information; para 043, lines 3- 
9:barcode reader; para 044, lines 1-8: software implementation) 

e) extracts information concerning the electronic file from the identification; (Miller 
para 045, lines 1-9; para 055, lines 1-6: document processing, barcode 
representation linked to information; para 044, lines 1-8: software 
implementation) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis 
for identification information within an information pattern such as a barcode as 
taught by Miller. One of ordinary skill in the art would have been motivated to 
employ the teachings of Miller in order to enable the capability to access a wealth of 
information concerning an entity from a single piece of information, the barcode. 
(Miller para 006, lines 1-5; para 006, lines 9-13; para 007, lines 11-15) 
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And, Parry discloses: 

b) information concerning a printing condition of the electronic file. (Parry co!. 1 , 
lines 62-67: translated barcode includes infomnation on printing the document 
(printing condition); col. 2, lines 3-7: translation comprises translating the barcode 
to obtain at least one identifier that designates the type of contents in the 
document) 

It would have been obvious to one of ordinary skill in the art to modify Cocotis- 
Milierfor information concerning a printing condition of the electronic file as taught by 

Parry. One of ordinary skill in the art would have been motivated to employ the 
teachings of Parry in order to enable an error free transmission of a document to a 
printer or other device such as a fax machine or copier simply by sending an email with 
one or more barcodes embedded therein. (Parry col. 7, lines 29-32: " ... Accordingly, 

an error free transmission of a document to a printer or other device sucfi as a fax 
machine or copier, can be accomplished simply by sending an email with one or more 
barcodes embedded therein. ...") 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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maiied until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyung H. Shin whose telephone number is (571) 272- 
3920. The examiner can normally be reached on 9:30 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kyung Hye Shin 
Patent Examiner 
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KHS 

June 27, 2008 
/Nathan J. Flynn/ 

Supervisory Patent Examiner, Art Unit 2143 



